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BACKGROUND

[. ©On 30 WNovember 200!, Future SM TM, Future Visionaries, USA, hereafer F5T,
applied 1o register the word FUTURE as a trade mark for a wide range of goods and services
in classes 1-8, 10-34, 39 and 40 of the Nice Agreepienl concerfing lhe Interpalional
(lassification of Goods and Services for the Purposes of the Registrution of Marks of 15 June
1957, as revised and amended.

o

2. 1do not propose to list the full specificalion of goods in'fais decision. However, I do
note that the regisiration sought appears to be for all of the goods listed in sach of the ahove
mentioned classes. OF particular interest for the purposes of this hearing was the specification
sought in the following c¢lasses:

Class 16 Paper, cardboard and goods made from these materials, prinied
maiier, bookbinding material, photographs, stationery, adhesives
Jor stationery or household purposes, ariisis’ materials, point
brushes, tvpewriters and affice requisites, furniture, instructional
and feaching material, playing card, printers, printing blocks.

Class 25 Clothing, footwear, hetidgear

3. The trademark was published for opposilion purposes in the Trade Mark Journal on 28
May 2004,

4. Ou 27 Angust 2004, Future Publishing Limited, Beauford Courd, 30 Monmonth Sireet,
Bath, BAl 2DW, UK, hereafter referred to as FPL, filed nolice of their oppnsumu o the
regisiered mark on the following grouads:

Sectton 3(6) The opponent staies that the basis for their objectinn under
this ground is that:

“The smid specification merely recites the class
headings of all goods aud services in inlernational
classes 1-42. The Application was therefore filed in
bad faith for the purposes of secliou 3(6) of the Act
in that a person adopling proper slaudards, with
knowledge of mll the relevant circumsiances, would



have concluded that the Applicant in lact had no bona
fide intention to use the mavk in relation to all the
goods and services idenlified in (he specification.”

Section 5(2}(b} The mark as applied for is similar or identical to a munber of
the opponents marks (see below)

Section 5(3} The apponent has significant reputaiion in the Community
Trade Marks (CTMs) ‘THE FUTURE NETWORK [CTM
001150614] - end ‘FUTURE PUBLISHING [CTM
0010893741" in relation (o “printed malter, printed
publications, periodicals, inagazines, publication services and
the provision of information and entertainment over lhe
internet in a wide variety. of fields”

Section 5(4)(a} Registration s prevented by the law of passing-off in relation
to the nnregistered mark FUTURE which has been in use by
the opponent since 19835 “,..in relation to its publication
services and on a wide range of printed mealler, printed
publicalions, periodicals, inclnding in particular magazines,
and on associaled websiles”. It*has also been nsed on
*...promotional itemns such ag clothing and headgear.”

5. The Oppenent is the registered proprietor of the following irade mnarks for the goods
and services listed:

Mark Numbes Effective Class | Specification
Date
UK 28012000 |2 Publications in elecironic format;
2220616 providing  on-line  eleclronic
publications downloadable from
the Internet; CDs, CD-ROMs;
computer software relaling (o
leisure; compuler games software;
computer software relaling Lo
business;  ecomputer  software
relating to the Infernet.

16 Printed matter, printed
publicalions, : periodicals,
magazines, newspapers, books,

41 Publishing services; amangement
of exhibitions; provision of
information relaling, Lo
entertainment, sport, education,
complers.

' |
FUTURE, UK 23.03.1995 [ 16 Printed matter, printed

MUSIC 2015230 publicatious, periodicals,
Mmagazines, DEWSPAPErS, DODKS,
paper and goods mede from paper,




THE
FUTURE
NETWORK

i

photographs, instructional and
teaching malerial, swtionery,
posters, cardboard and articles
made from cardboard, greeting
cands, playing cards, wrapping
paper, calendars, writing and

CTM

001150614

23.04.1999

drawing instruments.

Compuier software and
publications in eleclronic {ormat
supplied on-line from databases or
from facilities provided on the
internet  (including  web-siles),
computer  software, comphter
games,  softwere  information

|.storage apparains; disks, tapes,

magnetic lapes, cartridges,
casselles; compuler pPrOgLraMIMEs;
videos,  cassettes  (iucluding
vassettes pre-recorded with sonnd,
images and/or graphics; containers
therefore), tapes, CDs, CD-ROMS;
apparatus;; for games adapled for
nse with:7 V receivers, electric and
electronic apparatus  for  video
games; pre-recorded mechme-
readable data carders; appamius
and insicuments for reproducing
data [rom machine readable dala
carriers; all relaling o
enterlainment and ju particular o
andio and video apparatus and
instruments, musical instruments
and services associated therewith.

14

Printed matrer, printed
publications, periodicals,
magazines, newspapers, books,
paper and goods made from paper,
photographs, iustructional end
teaching malerials, stationery,
posters, cardboard and arlicles
made from cerdboard, greeting
cards, playing cards, wrapping
paper, cnlendars, wrling and
drawitig ingtruments.




A——

FUTURE
PUBLISHING

CT™M
001089374

26.02.1999

Computer software and |
publications in electronic format
supplied on-line from databases or
from {facilities provided om Ibe
internet  (inclading  web-sites);
compuler software, compnler
games, softwme  informalioa
storage appamtuas; disks, tapes,
magnelic Lepes, cartridges,
cassctes; compaler pmgramlnes;;
videos,  cassetles {including
casselles pre-recorded with sound,
images and/or graphics; coulainers

.| therefore), lapes, CDs, CD-ROMSs;

apparains for games adapied for
use with TV receivers; electyic and
electroaic epparatis for video
games; pre-recorded  machine-
readable dala carriers; apparalns
and instruments for reproduciug
data frem maechine readable data
carriersy’ - all relating to
enleriaifimem and in parlicular Lo
audio and video apparatus and
insruments, mmsical nstroments
and services associated therewith.

16

Printed matter, printed
publicaticns, periodicals,
magazines, newspapers, books,
photographs, poslers, gresting
cards, playing cards, calendars.

4]

Provision of information relating
lo enlerlainment, sport  and
eduecation.

42

Provision of information relating
to eompulers; computer
programming, design of
hardware/software, leasing aceess
time o databases, consultancy
information and advisory services
relaling to all Lhe aforesaid;
consultancy and advisory services
relaling to eplefaimnent, sport and
education; providing facilities for
exhibitions. |




EA.SA

FUTURE

EDITRICE ~ -

CTM
001089515

26.02.199%

Computer software and
publications in electronic fonnat
supplied on-line from dalabases or

“from facilities provided on (he

imernel  {including web-sites);

‘computer  soflware, computer

games, software  informebon
storage apparalus; disks, tapes,
magnetic tapes, carridges,
cassettes; compnier programmes;
videos,  casseltes {including
cassettes pre-recorded with sound,
images and/or graplics; containers
therefore), lapes, CDs, CD-ROMs;

.apparatns for games adapted for

use with TV recelvers; electric and
elecironic apparatus  for video
games; pre-recorded  machine-
readable data carriers; epparatus
and siruments for rteproducing
data from machine readable data
carriers; % all relaling to
enlertaimient and in particular to
audio und” video apparatus and
insirumenls, mnsical inslruments
and services associated therewith.

16

Printed matter, nrinted
publiculions, periodicals,
magazines, newspapers, books,
paper and goods made from paper,
photographs, instructiopal and
leeching materials, stationery,
posters, cardboard and articles
mmade fom cerdboard, pgreeting
cards, pleying ceids, wrapping
paper, calendars, wriling and
drawing instruments.

41

Provision of information relating
to  enleflainment, sport and
education. :




42

Provision of information relating |
o cOmputers; computer
programming, design of
hardwarefsofiware, leasing access

J hme 0 datzbases, consullancy |

information and advisory services
relating 1o all the aforesaid;
consullancy and advisory services
relating to enleriainment, sport and
education; providing facililies for
exhibitions. i

FUTURE
VERLAG

CTM
001089572

26.02.1999

Computer software and |

 publications in electronic format
supplied on-line from dalabases or

from facilities provided on the
inlernet  {including  web-sites);
computer  software, computer
gamez, soflware  iuformation
storage apparatus;, disks, Lapes,
magnetic ..  lapes, carlridges,
cagsetles; -SOmputer pProgrammes;
videos, casselles  {including
casselles pre-recorded with sound,
images endfor graphics; contaiuers
therefore), L2pes, CDs, CD-ROMs;
apparaius for games adapled for
nse with TY receivers; electric and
electronic apparatus for video
gemes; pre-recorded  meclune-
readable dala caniers; apparalus
and jnstroments for reprodncing
data from machine readable dam
CAITIETS; all relating to
entertainment and in particular to
andio and video apparatus and
instruments, musical instruments
and services associaled therewith.

16

Printed matter, = printed
publicatious, periodicals,
magazines, uewspapers, books,
photographs, posters, greeting
cards, playing cards, calendars.

42

Provision of information relating
fo compuleas; complter
programming, design of
hardware/software, leasing access
Hme to databases, consuliancy
information and advisory services




- relaling to all the aforessid;
roviding facilities for exhibitions.
6.  Both sides filed evidence '
. -
7. The opponent FPL requested a hearing which was held before me on 15 February 2007.
FPL was represenied by Mr Paul Walsh of Bristows. The applicant FST was nol represented
bul the agent For the applicant, Mr Jonalhan Linn of Jomnthan Linn provided wrilten

subinissions on bis behalf. Mr-Walsh also provided a written submission in advauce of the
hearing, ‘

s

o

EVIDENCE
Evidence iu Chief of the Opponent - First Wituess Statement of Brent Manchester

8.  Mr Manchester is the Legal and Business Affairs Mannger of FPL where he has worked
since 1996. In this capacity be has access 1o the files and records of FPL aud he is authorised
(o make statements on behalf of FPL in supporl of this opposition. The information cormes
froin his own knowledge or belief and/or the records of FPL relating to its use of the matk
FUTURE and related lrade marks

9. FPL was founded in 1985 and iucorporated as a limited linbili?y company in 1986. FPL
is a wholly owned subsidiary of Fotare Ple. From May 1999 unlil Jenuary 2005 the company,
now known as Fubure ple, was called The Fowure Network ple,” Fumre ple, formerly The
Fulure Metwork plc, has been listed on the London Stock Exchange since 1999, it has a
marke! capilalisation value of E1 billion; it publishes over [27 magazine litles and licences 50
ol lhese in 30 olher counlries. Il has offices in Europe, USA and Japan and the company
employees over 1700 people worldwide. FPL is the UK subsidiary of Future Plc. According
0 Mr Muonchester, FPL is the fourth largest magazine pnblisher in the UK. Exhibit BM4d
provides n prini~oul from the Companies Honse on-line register whicl confirms the previous
name of the company as The Fulure Network ple.

0. ECxhibil BM1 comprises copies of the front pages of a number of magazine litles
published by FPL. These all show use of the registered mark FUTURE PUBLISHING, CTM
Registration No. 1089374, on the front cover in a number of different representations. These
pre summarized in the Annex to this decision, different fonts are vsed and the text is showu as
white lexl against a black background,

11. Circulalion figures for the mnagazine Litles shown in Fxhibit BM! in the period 1996 to
2001 are shown in Table [. These figures show the average monthly eirculaiion of each litle,
over lwo six-month perjods {January-lane and Joly-December) of the relevanl ycar. For
example, between January and Jnne 1996 an avernge of 77,635 copies of PC FORMAT were
sold eaeh morth. When only one figure 15 shown, for example, figure of 85,111 copies for PC
PLUS in 2001, this represents the avemge monthly eirculation for the relevani title over the
whole 12 months of the year. Mr Maneliester slales thnl his-purpose in providing these
figures is to copfirm “the significaul amount of goodwill and repntation owned by Future in
CTM Registmtion No. 1089374 FUTURE PUBLISEING and the mark FUTURE generally’.



TABLE 1: (a] Circulation figures for various magazine titles pubhshed by FPL for the period
1996-1998 "

Cirvcolation Figures

Magazine 1996 . 1997 | 1998 .
Title Jan-Jun Jui-Dee| ~ Jan-Jun| Jul-Dec Jan-Jun Jul-Drec
PC FORMAT 77,635 32,080 91,5400 196,314 110,227 55,339
PC PLUS 8G,457 81360 . BB.30§ 106,42% 117,149 120,265
TOTAL FILM | prURES 50,487 32,904 61,497 %6474

LUNAVAILABLE

(first ycar of launch) .
PC GAMER 45,190 53,121 60,178 70,848 65,378 68,242
TOTAL 32,456 42,647 44,434 45,007 46,073 48,150
GUITAR

o

TABLE 1: (b) Circulation figures for various magazine titles pul’lished by FPL for the period
1999-2001.

e

ireulation Figures

Magazine 1999 2000 2001

itle
Jan-fun| Jub-Dec Jan-Jun Jual-Prec Jan«Jan Jul-Dec

PC 97,627 102,810 161,095 80,121 72,089 76,337
FORMAT

[PCPLUS 126,815 111,054 117,643 95,606 85,111
TOTAL 67,609 72,225 75,197 77,201 78,118 £3,100
FILM

PC 77,220 83,669 84,060 73,549 73.695 78,553
GAMER
TOTAL 40,705 36,062 31,516 30,162 13,303
GUITAR - '

12.  Mr Manchester states ihat FPL have taken these figuies from the website of the Audit
Pureat of Circulations (‘ihe ABC’} whichi is an independent 2ource of circulation, distribution
and atiendance date for ABC certified magaziues, newspapers, directories aud exhibitions
within the UK and Ireland (see pamgraph 7 of his witness slalement). I accepl that this is an
autheritative source of such data.

13, Exhibil BM2 comprises a copy of a promotional pnblication entitled ‘The Business,
Internet & Creative Computing Gronp®, published by FPL in 2000 to promote its publishing
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[ORTPISY

and intemet aclivities. Page 27 of this exhibit shows & number of the tiade marks used by
Fulure plc and iis subsidiaries.

4. Exhibit BM3 shows print-onts of various wehsuteq owned by FPL (hal provide
information on u wide variety of fields such as computing, gamiug, techmology, music, sporis
and eniertainment,  However, allliough the assocciated juformation from the WHOIS or
NelNames databases shows that these sites were in exislenue at the relevanl date, the date of
application, 30 November 2001, these printouls were obtained in 2006 and it is nol possible (o
establish what information (hey were providiug, if any, prior to (he relevant date, the date af
application 30 November 2001, Despite the assartion from Mr Manechester that the FUTURE
PUBLISHING mark hns been continugusly used on each sile, other than lhe eop}fnghl
statement at Ihe bottom of the page, T can find no other reference lo or use of the regislered
trade marks on these web-gite extracis.

15. Exhibits BM3 and BM6 show matenials produced by FPL under its former name The
Foiure Neiwork ple. Botli exhibils shaw use of CTM Registralion No. 1130614, THE
FUTURE NETWORXK (see, for example, pege 1 of Exhibit BMS and see pages 1 & 2 of
Exhibit BM6). Exhibit BMS5 provides a eopy of eertain pages from the 1999 Aunual Report
of The- Fulure Welwork ple whieh show thal the eompany sold 5.5 million inagaziues
worldwide per month in 1999 for 122 magazine titles. The company’s intemet siles bad 4.6
million mique visitors per month. Exhibit BM§ is 2 copy of thezporifolio of publicalions for
Spring 200! issued by The Fulure Network ple. This showd . ile number of publieations
coming under the umbrella of The Futnre Network phu as publi$hed iu 2001 within the UK,
across various Buropean countiies and the US. Pages 18-33 show the cover page from
various examples of these publications and it is possible 10 make out the FUTURE
NETWORK trademark on many of these pages. On page 40, all the magazine litles, websiles,
weh-uetworks and on-line magazines provided by Future Publishiug in the UK are listed.
This list is dated 28 February 2001. The (otal number of magazines sold each month in 200}
within the UK aloue was more than 2.1 million, with subjecl tnatier covering computer and
video games; business, inlernet & ereative; sports & entertainment; handerafls and hobbies.
This exhibit also gives delails of the Inlemnet sites and publicalions produced by the Future
Network ple and it notes that in Janmary 2001 the UK websites provided by the Future
Nelwork had 2.5 mlllmn umique visitors. '

16. The oppouent’s tnarks have been used on a range of goods and promotional items
ancillary 1o the field of publishing, magazines, printed matier and publications, Exhibit BM7
shows use of the marks FUTURE MUSIC aud FUTURE PUBLISHING in relaliou to beer
mats, monse mats, CD holders, pens and advertising banners. Thiey have also been used on
clothing items, Exhibit BM8 shows photographs of T-shirts bearing the marks FUTURE
PUBLISHING (twe examples of logo) and FUTURE MUSIC. T-shitks bearing the FUTURE
MUSIC mark hove been printed and isseed since 1999, and a small number have been

available for sale thwough the FUTURE MUSIC magazine siuce this dale, - T-shirts bearing

the FUTURE PUBLISHING marks liave been printed and distributed since 1999, primarily
for promolional putposes. Mr Manchester explains that T-shirts bearing the FUTURE
PUBLISHING and FUTURE MUSIC marks are given away at trade shows and exhibtions
and distribuled for weariug g1 charity and olher corporate events, This activity has takeu place
on u regular aunual basis since T-shins bearing these Fiture trade marks were fivst printed in
1994,

T



}7.  Exhibit BM9 is provided by Mr Manchester as an illnstration that cousumers, such as
nsers of the internet, will associate the word Future with Lhe oppenent’s bosiness activities, 11
js a print-out from the Google search engine for an Internet search, dated 10 February 2006,
on the word Fulure' on a werldwide basis (i.e., not simply limited 1o (he UK), FPL’s website
gl hup:/fwww. fulurenet.com was the first hil found, while the company's music website al
hitp:/fwovw. uinremusic.co.uk being the tenth hit in the list. However, this seaich also shows
thel there are many, many olher uses of the word ‘Future’ in addition lo that referred lo by the

QpYponEnt.

Evidence in Chief of the Applicani ~ Mr Kent G Anderson
r W
18. Mr Anderson, is the fonnder and presideit of Future Enterprises, which is also known
ns Future SM TM and Future Visionaries (SM is an sbbreviation for *Serviee rurk’ and T™M
is an abbreviation for ‘Trade mark’, SM is more commonly used u the US than in the UK),
Mr Andersen refers to lhese names ng his “various business (sading styles’. The facts,
inlormalion and evidence in his wilness stalement are taken from Mr Andersen’s personal
kuowledge or from his personal and business records related to the meuntioned Lrading styles.

19. Mr Andersen founded whart e refers to as Lhe isading siyles “Future SM TM", “Fuinre
Visionaries" and "Future Enterprises” in the lale-1990s, ond he has been operating with them
sinee approximately 1998. In the nbsence of eny challenge o thig duie from the oppouent, ]
am happy 1o accept 1998 as the starling point for Mr Anderson’s aeivities.

20. In setling up under these litles or treding siyles, which Le nses inlerchangeably, Mr
Apdersen slates at para.2 thal il was his “idea to create and develop a business mode! capable
af exploitation in all manner of fields of commerce whieh would encapsulate and promote my
ideas and principles for a fururistie world”, His first internet website dedicated o this 1dea
was www.geoeities.eom/visionaryman20), whicli was set up in 1998 and is slill in operation
(2004), Exhibit KGAL is a printout of the currenl pages from Ihis originnl website whieh
provide a detailed explanation of Mr Andersen’s ideas for the FUTURE brand. 1 have (aken
note of the following statemenls from ihis Exhibit from the section entilled *Who we are’
{paragraphs 1-3}:

“I am Kent Anderson, fouuder end president of Foture™ Fnterprises. I am dedicaled
to our fisture. 1 see a more Lighly advanced world, 1 am very ereative, hold mauy
potents, enjoy invemting, and am & prolifie thinker. Lendership value qualities,
integrity and my tove and fascination is with ideas in invenhng, and thinking of a
Ilyristc world.

I find faseination with our past and the future, and how inveniors; entrepreneurs
ehanged the world. 1 care for our world and all people in all countries. I wonder aboul
what fulure generations will say about us, sad ask what they hnve done for ns. What
will cur answer be? ............ There needs to be forth fsic] entity a place thal people
can mairkel, test their ideas in eny marketing seetor focused towards our future. I am in
the process of building this corporation, and have spent many years on it. Hopes are to
find the ieaders; people who have the same interest and goals I have. In lhe end, we
will be able to offer what no other company in the world can™. ...

This will be a Inrge nndertaking, and will provide u huge marketiug arena, with
many opportunities available. To test and fo markel, invest in properties to



launch pew indusiries, new prodnels, and new services under the name Future™,

Future relnted prodnets in any marketing sector and foens on not ihe old, but the
new corporation. Could Im:lude on Future Iqlands'" Research centers, relail,
health, commnnications, etc.’

[emphasis in bold rdded by me]

2l. Mr Anderson began, in around 2000, the process of seeking lo register the "FUTURE"
brand mame &s a trade mark or, as also refemed W in the USA as a service mark, in the USA
and lhen abroad. The applicalion fo register this mark in the UK is the subject of these
proceedings. Since around 2000, Mr Anderseu has also developed a further inteimel website,
"wrw futnrevisionaries.com”, which he slates “expands on my origina! websile™. Pages from
Wsis new website are provided as Exhibit KGA2. I uole that much of the material on this
website s the same as (hat on tlie orginal website, e.g. sections enlitled “Who We Are’ and
‘Goals’. 1 lave 1aken note of the following stalements from Exhibit KGA2:

“* A3 one of many, we are strong. Our goal ig o secure rights globally to the brand
FUTURE, to creale global opportunilies from the brand so that all people can benefit
from the brand FUTURE wilh their ideas and dreams. Giobal organizations and
ecompapies nffilisted with brand FUTURE will create global resources and
infrastructures that will allow development of new ideas and a means for vew
industries to be develaped. Global bevefits will be created tr 7 all people.

* My wvision and belief is that the brand FUTURE fms the ability to create
opportunities for all people and build new jobs and indusities globally. Opportunilies
will be available Lo all people, espeeially the people who have ideas for products and
services but do not have the resourees. The opporiuuity would include using their
(radernarks, copyrights and pateuts with the brand FUTURE which would help
invemors, ele. to be heard and to realize their potential. For example, individual's
designs for nutomobiles ele. would be used and assoeiated with the brand FUTURE.
The global infrastruciure buill with the brand FUTURE would be able lo support their
-efforis with knowledge and resources, By workiug logether with the brand FUTURE
and sharing by licensing ideas and products o eaeh other, each iudividual will benefil
from the brand FUTURE. Companies and individual will be allowed separaiely to
henefit from the FUTURE brand globally.”

[Page 2, Exhibit KGAZ2];
and

“We lnve spent years of building the brand FUTURE™ with our pmldmg rights in
USA/UK,

We wanl to create an open global infrastructares [sic] (o allow all people and all
eountries the abilily Lo share the brand FUTTUJRET™ and to ereated [sic] and build new
industries around il

We would like to have and o creale an open door policy to allow new produets to be
diseovered to benefit our world. At this time we do not solicit new ideas beeause we



don't have the resources to do so. We hope soon o have pending partiers and others
who wanl 10 join us so we can build the projects and open infrasiructure.”

[Page 3, Exhibit KGA2, emphasis in bold added by me];

and

“Licensing opportunities are currently available under the nanie Fi uture™,

s To identify and hold hannlcqa. Future Visionaries com and Fulurelicensingworld.com.,
Tis owner, subsidiaries, etc. for any liability or claims reluted Lo any properly loss 6r
damage cansed by your actions or any of the information. We do not accepl under any
confidentiality ol any kind. If you use this sile, you agree to these ferms. We do nol
solicit 1deas We are markeling and licensing our own intellectual property right,
our future™ hrands, ta entities, wha, has what it takes to be associated with uur
future iinage” M, Our prnducls, good, and services represent our future family™™
and affiliated with the new™™. We do not accept nnder any confidenliality of any
kind. If von use this sile, you agree Lo these termas,

WE ARE LOOKING FOR COMPANIES, INVENTORS, MARKETING
COMPANIES, LICENSING  COMPANIES, ULTREPRENURES  [sic,
entrepreneurs(7)], MANUFACTURERS, ETC. WHO WANI‘ TO USE OUR BRAND
FUTURE WITH YOUR BRANDS AND FOR YDUR— IDEAS, GOODS AND
SERVICES. FOR THE FOLLOWING THIS CREATS (sic] THE GLOBAL
QPORTUNITIES [sic] FOR ALL TGO BENEFIT THIS IS NON-EXCLUSIVE 50 WE
ALL CAN BENEFIT .

TRADEMARKS IN INTERNATIONAL CLASSES HAS BEEN ALLOWED AT
THE USPTO UNDER THE BRAND FUTURE........”
fPage 6, Exhibit KGAZ, emphasis in bold added by me)

22. 1also note that Mr Kent provides a list of various palents that are available (o build new
markets using his business mode!l. In Exhibit KGA1 a pumber of US palents are [llusirated on
page 3. Iu Exhibit KGAZ , ju addition to these same patents illusirated on pages § and § (see
section enutled *USA Patenis for License’), there is also a large nuinber of trademarks listed
on pages 6-9 and thiee franchise ideas are listed on page 9.

23, In paragraph 3 of his wilness statement, Mr Andersen summarises the development of
his business plan and the motivation behind his trade mark applications. There appears to be
$ix elemeuls Lo this:

(a) Establishing a brand name,

{b} Establish the brand rlght from the inception of this idea’,

{c) The vaine "FUTURE" 3 the key clement of this "brand”, choaen in good faith because
it was 2 good concepl aud would be ideal for capluring the spiril of his ideas;

(d) Obtain appropriale protection for this brend name over as wide a mnge of goods and
services as possible in order 1o provide maximum opportunities for control and
licensing of the brand as ihe bnsiness would develop in all sorts of techinical, coltural
and cominercial fields,

{e) Following (d), mnany, if not most, ¢f Mr Andersen’s trade mark applications sought
appropriately broad and widely defined:lists of goods and services; aud



(D Dmreloﬁ"a global scale business in virually any 1ype of goods or services in the
technical, cultural and commercial felds.

34. Mr Andersen cites this website and his eatlier website as an illustration of the ‘very
diverse nature of the polential business aclivity fields which I have always believed could be
susceplible of developing under my business model and associated intellectual property,
particularly under he "FUTURE" brand name’ (see para. 4). He also slates that “MNort only
have | continned to eonsolidate the "FUTURE" name in the developiment of my business
model via my wcbsites, bur since about 2000, I bave also aclively promoted it by wiriling
letters directly to people and organisations in a whole host of commereial fields who I believg
might be suitable for and interested in investing in my business ideas and thus being pﬂtenual
- licensees of my inlefllectual property, especially that in the "FUTURE" mark. Sneli lelters

" have generally always borne my characterislie "FUTURE SM TM" name and address
identifying stamp, a sample of which on blank letterhead. paper is artached hereto as Exhibil
KGA3." (see para. 6} This exhibit shows a blank page with the letterhead thal Mr Anderson
uses for (his eorrespondence. The applied for mark is shown on the 1op line of the address as
iudicaled by nuse of the superscripls ™ and ™, these are used to indicate that the word
FUTURE is a trade mark (™) and, as is more cammonly used in USA, a service mark (SM}.
indicating its use to denote services rather then goods.

25. Mr Andersen estimates that he Las speut $180 per annum<to maintain his Iuternet
websites. He also estinates that he has spent 350,000 to date i filing, prosecuting and
defeuding Lis varions trade mark and other IP registration appliealiims in the USA, UK and
elsewhere. However, no furlier details are provided regarding the portion of such estimated
caosts that apply in the UK or the aciual dates when any such payments were made,

Evidenee in Reply of e Opponent - Second Wilness Siatement of Brent Manchester

26, This included a second wilness starement from Mr Mauehester and a further five
exhibils BM10-BM14. All this material appears lo be direeted towards showing lhe use that
TPL lLad made within the relevant S-year period ending on 28 May 2004 of the trade mark
FUTURE MUSIC, UK Trade Mark Registration uo. 2015230, This mark was registered in
the name of Future in relation to "prinled 'matter, prinied publications, periodicals,
mégazines". FUUTURE MUSIC is the tile of 2 magazine that has been published monthly by
FPL since Novem ber 1992, Exhibit BM 10 shows eopies of front covers of a sample of issues
of (his magazine from November 1992 to January 2002 whieh each use of the Mark,

27.  Cireulation figures for FUTURE MUSIC magazine for the years 1996 to 200] were a4
follows:

’7_ Year Cireulation figure
JAN-JUNE JULY-DEC
1996 23,320 26,020
T 1997 2%,501 28,753
1908 27.071 26,523
1999 23,001 ]
2000 18,653
2007 _, 206,645




These figures are obtained from the same source and on the same basis as the cireulation
figures for the other magazine tilles published by Future and as discussed in paragraph B of
tie Firsl Witness Statement given by Mr Manchester.: Thus, between January and June 1996
an average of 23,320 copies of lhe lile FUTURE MUSIC were sold each month avhereas in
199% an average of 23,011 copies were sold every month.

28, The FUTURE MUSIC Mark has been used on bocklets and other printed publications
(et are oflen given away as promohional materials with the FUTURE MUSIC magazine.
Exhibit BM11 shows some exsmples of these apcillary publications entitled "FUTURE
MUSIC The Black Book™, "The FUTURE MUSIC Guide 10 Mixipg", "FUTURE MUSIC Fle
Liitle Red Book 2004" and "FUTURE MUSIC The Essentials Book 2005". Ou average 4 or 5
such booklets covering different areas of interest wilhin the music industry are published
annually and given away wilth issues of FUTURE MUSIC magazine throughout the year,
Other examples of material bearing the FUTURE MUSIC mark that was given away in Lie
past with issues of FUTURE MUSIC magazine include calendars and CDs. In particular
music CDs are given away on a regular baszis with this magazine, as can be seen fiom the
copies of front covers in Exhibit BM [0

29.  The domain name www.finremusic.co.uk was registered in the name of FPL in | 998,
and since this date the website at hitp./farww futuremusic.co.nk has featured a summary of (he
contenl of the current issue of the printed version of lhe maga¥ine and other promotional
information in relation to the dtle.  Exhibit BMI2 15 a copiy of the relevanl WHOIS
information showing FPL as Ihe Registranl of the Websile's domain name. Exhibil BM13 isa
sample priut-oul taken from (the Websile on 9 February 2006. Mr Manehester refers to the
fact that al the botom of the Websile's home page i5 a link whereby visitors ean access a
FUTURE MUSIC Technology Forum (run iv conjunction with 'Compuler Music', another
magazine liite published by Future) (“the Forum™) and partieipate i ov-line discussions aud
debaies wilh other visitors. Exhibit BM14 is a copy of the Forum's homepage detailiug the
various dizeussion. groups active as at 9 February 2006. As at this date there were 16,805
registered users of lhe Forum.

30.  This coneludes my summary of the evidence

PLEADINGS

30.  FPL does not dispule any of the evidence filed by FSM.

3. FPL is opposing the eutire regisiration on the basis of section 3(6) and is opposiug
regisiration in classes 16 and 25 to varying degrees on the basis of sections 5(2)(b), 5(3) and
5(4)(a). FPL is objeeting to lhe registration of goods iu class 16 under Section 5(2)(b), 5(3)
and 5(4){(z). If FPL succeeds nnder Seclion 5(2)(b), then there is vo poinl in going on lo
consider lhe grounds nnder Section 5(3) and Section 5{(4) as lhese do not add anythiug. FPL
is objecting lo the registration of goods in elass 25 under sections 5{3) and 5(4)(a).

32. 1 will consider the Seetion 3(6) objection against the entire registration first and then
turn (o the objections uuder Section 5 to the specifie registrationy in classes 16 and 25.



DECISION __

SECTION 3(6) & SECTION 32 - BAD FAITH & A BONA FIDE INTENTION 10 USE

Section 3(6) — Bad Faith ) -

3

13. Section 3{6) of (he Act |s as follows:

(6) A trade maik shall not be regisiared if or lo (he extent that the application is made
in bad faith

34. This provision originates fiom Articte 3(2)(d} of European Directive 104/8%. The
correel approach to bad {aith was set out by Lindsay I in Gromax Plasticulture Ltd v Don &
Lo Norwovens Lid [1999] RPC 367 {at 379) in which the judge staled Lhal:

"I shall not altempt to define bad faith in this context. Plainly it includes dishonesiy
aud, as 1 would hoid, includes some dealings wlich fall shiort of the standards of
acceptable commercial behaviour abserved by reasouable and experienced men in the
particalar area being exainined., Parliament has wisely not aulempted (o explain in
detail what is or is nol bad faith in this context: how far a dealing must so fall-short [n
oider Lo amount to bad faith is a matter best left to be judged not by some paraplirase
by the cours (which leads to the danger of the courts then construing uot the Act but
the paraphrase} bnt by reference 1o the words of the AcL -and upen 2 regard to all
material surmounding circumstances.” -

35. In Chinag Whire [2005] FSR 10, the Court of Appeal decided that the ‘combiued test’
they understood to have been laid down by the House of Lords iu Twinsecira v Yardley
[2002] 2 AC 164, should be applied in deciding cases under section 3{6) of the Trade Marks
Acl. The ‘combined test’ was said 10 be that, not ouly must the applicant’s behaviour be
unaceeptable by the standards of reasonable and honest people, but thal the applicant musi
have realised that by those standards bis ecuducl was unacceplable.

36, The Privy . Council’s judgment in Barfow Clowes Infernational Lid v Furotrust
International Ltd (10 Oclober 2005,) indicated lhat the House of Lords’ judgment iu
Twinsecira had been misnbderstood. It coacluded (hat it was not necessary to enquire into a
defendaal’s views es to what were acceplable standards of reasonable behaviour. It was
sufficieat 10 show lhal a defendent’s knowledge of a transaction was sueh as to render his
participatiou contrary o normally aceepleble standards of honest conduct.

37. Following this decision, the House of Lords judgmeur in Twinsecira is considered to
have the meaniug given to [t by the Privy Couneil in Barlow Clowes. Consequeutly, in
applying the so-called ‘combiued test’ o & claim ander section 3(6) of the Trade Marks Act,
as [ am required (o do by the judgement of the Court of Appeal in Ching White, I should give
the test the meaning described by the Privy Cowncil iu Barfow Clowes.

38. The test to be applied ander section 3{6) of the Act is therefore whether the applicant
" had sufficlent knowledge of relevant malters so as Lo make its application for registration
dishonesl or below Lhe standards of acceptable commereial behaviour observed by reasonable
and experienced met in the relevani field.



Seclion 32 - bopa fide intentien 1o use
39.  Section 32 (3) of lhe act reads as follows:

(3) The applicatiou shall state that the irademark is being used, by the applicant or
will: his consenl, iu relation to those goods or secvices, or thal he has a bona fide
inlention thal it should be s0 nsed.

Guiding Principles _
40, In Demon Ale [2000] RPC_ 2345, Mr Geoffrey Hobbs Q.C., sitting as Uie Appoinled
Person, stated {at page 356) that -
L
“Tn the present case Lhe objection under section 3(0) related to the applicant's breach ol a
statutory requirement. Section 32(3) of the Act required hiin to be a persou who could
truithiully claim 1o have a bona fide intention that DEMON ALE should be used (by hiin
or with his conseut) as a irade mark for beer, His applicatiou for registration included a
claiin to that effect. However he had no such intention and cowld uot wuthfully claim
that e did. That was encugh, In 1y view, to instify rejection of his application under
section 3(6)..

Mr Hobbs upheld a bad Faith objection on the ground that the zpplicant for regisiralion of &
trade mark had o intention of vsing the mark in respect of ihe goods listed ju ihe applicatiou,
conirary to the siateinent on the form of application required by sectim 32(3) of the Act. The
applicant for the registration had admitted that he hed no intentior, of nging the applied for
mark in Lhe course of the proceedings. '

41. Although section 3(6) is based upon Article 3(2){d) of the Directive, section 32(3) does
not eomne from the Direetive, It s an home-grown requireinent. Neverilieless, Mr Hobbs saw
uo reason to doubt that section 32(3)} was compalible with the Trade Mark Directive. He
noted that the 8th reeitn! io the Direclive specifically confirms that “in order (o reduce the
number of rade marks registered and protected In the Community...it is essential to require
that registered bade marks must actually be nsed or, if not used, be subject Lo revocation,”

42, In Reckitt Benckiser (UK) Lid v Roberr McBride Lid, BL 0/355/04, Mr Ainold, silling as
the Appointed Person, sinilarly saw no incompatibilily between seetion 32(3) and the
Direetive.

43, However, in Kroll 4G's Trade Mark [2003] RPC [0, Mr Justice Neuberger (as Lie then
was) appegred to believe that there may be soine tension between the requiretnent of section
32(3) of the Act and Lhe provisions of the Directive. Although he appears to have euvisaged
sone resulls that wonld be incompatible with the Directive, the judge did nol find the
requirement for a statement under section 32(3) to be so. The ffth reeital to the Directive
states that lhe mernber states remain free to ser the procedures for oblainiug registration. The
judge’s coneern was that sechion 32(3} (or any other provision inirodueed by a member staie)
shiould not be viewed as introducing a further substantive ground for refusal for which Uiere
. i3 no basis in the Directive (etnphasis added by me).

44. In order lo address this coucern, [l is necessary, when considering the interaction
between sections 3(6) and 32(3), to focns on the question of whether the applicant inade ihe
statement required by seelion 32(3} ia bad faith, rather than on simply the facinal sccuracy of
the stalement. This was the conclusion reached by My Allan James in Tiade Mark Regisiry



decision BE D/026/06, New Covent (Garden Market and T will approach the matter in the same
WY,

ANALYSIS - )

3

45, In order to determine if the application was made in bad faith or withoul & bona-fide
intention lo use, [ must consider the silnation at the date of application and what was in the

mind of the applicant at Lhis dale,

46. The applicant FSM is seeking registration for a wide range of goods and services. FPL
were in emor in their stalement of gounds when they stated that FST were seckiug
regisiration for all goods and services in all 42 classea. FST is not seeking regislration for all
goods end services in classes 9, 35-38, 41 and 42, Mr Anderson appess to be the only
employee of FST and as snch the decision by FST 10 seek registration in 35 classes and so pay
the resultant substantial fees would appear to be an active and deliberate decision by Mr
Anderson. 1 do nol aecept that just becanse an applivanl for a lrade mark is seekiug a broad
specification of goods e.g. all goods and services in 35 classes, that this will mean (hat they
fall foul of Section 32(2} and (hat (he applicant cannot have a bona fide intention (o uge, or
consent to use, the trade mark

47. Mr Anderson states quile clearly in paragraph 7 of his witnegs sialement thal:

“Given the above facts, I shongly and honestly believe [Gial I have demeonstraled the
good faith nature of the making of my vatious trade mark applications based on the
"FUTURE" mark, inclnding my UK. applicalion which 1§ the snubject of these
proceedings. 1o particnlar, il always was and still is a2 matter of good faith on my part
that T 2onglit and ain still seeking regislered trade mark righls on this UK, application
which extend over as wide as possible goods and secvices coverage, in order Lo
maximize the business polential and licensabilily {sic] of my "FUTURE" brand in
accordance wilth my beliefs, principies and intentious as explained above and in my
various websites Exhibited herero.”

Thus, Mr Anderson is guile explicit in stafing thal it is his imue (i.e., borag fAde) intention that
the apphied for meauk will be used for all the goods specified. Given Mr Anderson’s vision for
the rade mark as discussed above, it is not surprising that he 15 seeking registration for a wide
range of goods and services,

48. As ] heve indicated in my summary of the evidence above, the business ideas of Mr
Andersen have been described in more detail in the extracls from both his webaites. Itis clear
from Lhese exhibits and the relevant sialements that [ have noted above, that al the lime of
application, FST +was not using the trade mark i relation to all of the goods or services
applied for. The rmark was being used to ideutify the business concepl of Mr Anderson, the
managing director of FSM, the crealion of a large markeling entily where olher companies
could test and inarket their prodnels. In 5o doing the comnpenies iuvolved would then be able
to use the trade mark FUUTURE as an additionel trade mark lo indicate that they have
developed a produet that is fit for future use, is looking forward, and has all the gnalilies that

Mr Anderson and FST consider (o be imporiant,

49, As the above exttacts from the websile also show, it is clear that Mr Anderson does not
have the mouey or [acililies to develop such products himself, He has the overall idea of how



i At

his business concepl will work and he is seeking lnvesimenl from others. He is seeking
investment and partuership with other companies thal will provide funding and/or products
which cen be sold or marketed undet the FUTURE trade mark. He is providing the
intellectual property and ideas and is secking further ideas and products but, especially
funding, 10 develop this business concepl. ‘From Exhibit KGAT and KGA2, iL ig clear thal Mr
Aunderson considers thnt his marketing concept can be applied 1o almost any area of business
and thal the FUTURE Irade mark, if regislered, conld be used to promole goads and services
from shops, univemities, sporting uctivities, research [neililies. I consider thai evidence
pravided by lhe applicant cledily shows a boun fide intention to use the FUTURE mark in
relalion 10 goods and services thal would fall inlp class 35, ie., “adverlising, business
manageinent”. However [ note that FST has vot sought regisiration of the applied for mark in
s class. Instead, FST is secking to regisler the mark for the wide range of goods and
services thal Mr Asndersen wants 1o uge the mark 10 promote directly or through a licensing
QITANEEMENL,

50. Thus in termas of use of the mark applied for, T conclude that Mr Andersen has shown a
bona fide intention (o use this applied for mark for the purpose of advertising, promoting and
markeling goods and services. In the absence of delails of specific goods o be advertised
and promoled, this would be adverlising in general which is covered by serviees i class 35.
However, Mr Andersen is oot seeking registration iu class 35, he is seeking registration in
relation Lo a wide range of goods and services thal he intends tapse the mark for. He has nof
yet been nble 1o do so mostly because of lack of funds (sce -:Dnmeut*. to that effect in Exhibil

KAG2 aud KAG3).

51. In his skeleton argument, Mr Wulsh for the oppouenl sintes Lhat the FPL “allegation is
o oue of dishonesty, bm one relating 1o an overly wide specification and laek of bora fide
intention 1o use”™ and goes on lo atgue Lhat the applicatt “has no present and seitled [utention
to use the tnark across the whole range of Lhe specifivation, or in relation to class 16 and 25,

_ or al all”. He staies that “a hape to liecuce in due course and a program of obtaining

imaximum registered prolection to do so fall’s short of a present and setlled inlention”. In
support of this arguinent, be refers 1o paragraphs 8-250 1o 8-272 of Kerly’s Law of Trade
Marks and Trade Nasmes, 14" ediliou.

52. While I have soine sympathy wilh this argument, J do not think thal it is as clear-cul as
presented by Mr Walsh, Mnch of the discussiou in Ketly’s revolves around how Seclion
32(3), which is a national UK provision, should be imerpreled in light of the trade mark
directive and acceps Lhal there is some uncerlainty ai how besl to interpret this provision and
whether or not it is compatible with eommunily trade mark Inw. 1L is clear that many maore
issnes have been claimed as bad faith in the UK because of 532(3) {see paras. 8-265 (o B-267)
thizns in other Buropean jurisdictions. However, I am satisfied that it’s purpdse musl nol be 1o
plaee an additional nod separate substantive requirement lhat has to be meet, as referred Lo in
Knofl AGs Trade Mark (sce discussion below). As mentioned above, account bas to be laken
of whethier the applicanl made Lhe stalemend required by section 32(3) in bad Faith whea they
applied for Lhe trade mark ralher than on the factual accuracy of the sbtement. There is no
guarantee (hat Mr Andersen will realise his objective but [ am satisfied thal when he applied
for the mark he had a bona fide inlention (o do 50 and Lhat he was making efforls to realise
this intention even if these had had little success iy dute.

53. The requirernent nnder 532(3) is met if (here is a bona fide inlention Lo use the trade
mark or o have [t used with the consent of Lhe applicant. It is clenr from the evidence that My



Andersen is seeking to involve others in his business in ouder to attracl investment, and, lo &
lesser extenl ideas and products. Iu my view this indicates thnt Mr Andersen and FST will
cousent o the applied for mark being nsed by thied parties if the opporlupity arises.
However, this behaviour is dependenl gr conditional ou the involvement of athers, their
mouey snd their ideas. Thus use of the urade mark is not certain or gnaranteed.

54. 1L is not uncommoun for small businesses in the early singe of their development (o seek
io register intellectval property rights such as a palent or a trademark. This provides them
with a legally enforceable right to prevent other companies from taking advantage of their
business, while they seek to develop the business themselves, OCne snch development ds to
license the nse of the intellectual property nght to another business in return for investment.
Tn sueh 2 sitvation the regislered proprielor of the IP right may not have a clenr idea about =~
how his buginess will develop. The process of secking investmenl and licensing pariners
uften provides new directions for the bnsiness. 1 congider that this is such a situation. The
applieanl FST and its fonnder/president Mr Anderson, are a small enterpuise, with a business
idea that they believe has enommous potential and they want to regisier the liade mak as a
means o identify the goods and services that this business idea could piovide. The applicant
is entitled to seek registration of the 1rade mark even if they do not have a clear ider which of
these applied for poods and services will be marketed under the trade mmk FUTURE just so
long as the applicant Lias a clear intenlion 1o make use of this mark or to consent to use of the
mark for all the goods and services specified. =

55. The silualion in this euse is nol the same as occurred iu the Demon Ale ease cited above
where Lhe applicant admitted himself that he did not intend 1o use the applied for mark if he
succeeded in the registtation. In Ferrero Spds Trade Morks [2004] RPC 29, the number of
trade mark applicalions and the period over whieh they had been made were sufficient to
eslablish a prirna facie case that the registered proprietor did not have a gennine inrenlion Lo
nse the trade marks at the dales they were applied for. The registered proprictor did not
answer this case and so the claim thal there was not a gennine inteption o use the rade marks
was successfulty made ont.  In the New Covenr Garden Market deeision, Case BL 0/026/06,
the' Hearing Officer, Mr Allan Janes, found that the deeisiou in relation to section 32{31)
depended mote oun whether the mack applied for conld serve as a trade mark in the
cireumstances of the ense and thit, alihough there mey have been a bona fide intention to use
the sigu applied for, the sigu applied for was not able to function as a iade mark.

56. The eoncern nbout whether an overly wide specification is made in bad faith has been
discussed iu two cases where summary jndgemnent was being sought. Although discussed, the
issue was not decided given the summnry vature of proeeedings. In Krolf Aﬁs Trade Mark
[2003] RPC 10, Neuberger | commenied [hat;

“35 As Mr Campbell poiuts out, it is not as if the 1994 Act or the Direelive contain no
provision o far as unduly wide specificalions are concerned. Seetion 46 of the 1994
Acl and Avgricle 10 of the Direclive provide for revocation of a regisiration (o the
extent that there has been a lack of genuine use of the mark for the speeified uses for a
period of five years, In uddition, 5.46 of the 1994 Act ean be invoked to effeci 2 partial
revocalion: see DaimlerChrysler AG v Aluvi (ta Merc) [2001] R.P.C. 42. Thus, it
would seemn thar, if the mark in issus was nsed only for obesily products by the
defendant for the five years following registrulion, it could be revoked save ia relalion

m obesity producis. There is thus a powerful arpument, at any rate on lhe face of it, for
T ek b scn T Fof Vi b ldanti A e enenifiration arflicienllv rrecisely. or by



framiné its specificalion too widely, an applicant for registration cannot be guilly of
bad faith.

36 However, there are, plainly, powerful arguments the ollier way. Under the previous
legislation, the Trade Marks Act 1938, framing & specification loo widely could
amonnl to bad faith--see the discussion in Roed Tech at [1996] F.5.R. §14 (o 816.
Such a proposition i3 also supported by the polentially onfair monopolistic
cousequences of a imde mark regisliution, the risk and disadvantages of clultering up
(e register, and the need io discourape preed or "covelousness” iu the Feld ol
intellectual property tights. In light of those types of consideration, which can be
further justified by reference 1o 5.32(3) of the 1994 Act, here are decisions of Laddie,
Robert Walker, and Jacob JI. (which I discuss below) which support the proposilion
on which the claimant's ease rests. The first two decisions lechinically only decide the
proposition is arguable, aud in the third deeision, (he ohservations are obiier.
However, it seems clear thet I should not depart from those decisions, al least for
sunmary judgment purpases, *

37, In Read Tech [1996] F S.R. B0S, Robert Walker J commeuted {at 814} that:

“Bven if a trademark cnn be registered which is not in aclual use il onght to be
restricted to thosc goods in connection with which itjs goiug t be used. In my
opinion il is not the intention of Lhe Act (hat 8 man registering a trudemark for (he
enlire class and yel only using it for one article in Ihat*class, can cloim for himself
ihe exclusive right o use il for every artiele in the class.

This passage and other similar passages cited 1o me show the tension, which is a
recurring Lheme in intellectuul properly cases, between the public hiterest iu
prolecting legitimate rights agaiust piracy, and the public inlerest in prevenling u
(rader scqniting & monopoly wider Llian is needed for his legitimate protection. The
court has no difficully in recognising both of these as objectives underlying the
uademarks Iegislation, and Laddie F. (in the Mercory case) expressed at leasl a
tentative view that the 1994 Acl was intended to eurb excessively wide
registrations.”

If a wide specification is granted for a trade mark, it will be nt least five years before 2 third
party can seek to revoke Lhe application on the bagis of nou nse under Section 46 of the Act.
However, a registered proprielor is entitled o & period of time within whieh to make use of
their liadeiark to develop their business. The applicant is in effecl seeking 2 minimum five
year period Irom the dnte of application within which io put their business and marketing
concept o work in relation to all possible goods and services. It is (lis latter factor which is
key 10 lhis decision, does the applicant have a bona fide inlention to wse (he:applied for mark
in relation to sufficient goods and services to jnslily registration 1o all élasses for which
registration is sought. “The answer in my opinion is that FST, which for all intensive purposes
is Mr Anderson, believes (hat the idea can work for all goods and services but that they have
not been able to put any errangements in place thal show how the perinership approach they
propase will work at the date of applieation. Tu Exhibit KGAZ2, il is stated (at page 6) thar the
sitnation as at 15 May 2006 was:

“We are locking for companies, inventors, marketing companics, liceusing companies,
Verrrmsmmseme Tein enfeprvenenra]. manufaclurers, ete, Who want o use our brand



fulure™with your brands and for your ideas, goods and services . For the following this
creals [sic, creates] the global oportuuilies [sfe, opporrunities] for all ro benefit”.

Al paragraph 5 of his wilness stalemen(, Mr Andersen slates that has been wriling to people
and organisations to invite themn lo invest’in his business ideas and to license use of he
FUTURE irade mark sinice 2000 and his websiles bave been in exisience since (998 and 2000
with their clear invilation o interested parties to join him. Thus al the lime of the application
somne sleps, all be they limited ones, had besu laken. The opponent does not dispute Lhese
facia. While 1 would have been-happier lo see an exainple of such & leiter and some evidence
Lo shiow that some third party was interested in workiug with Mr Andersen, | do not think that
tLeir absence is sufficient 1o say thal Mr Andersen did not have a bona fide intention (0 use
the wade mark.

58. The opponeril does not allege that the oppenenl, FST was acting dishonesily bot mither
guestion whether the applicant had “in applying for a mark over 40 classes specified by class
heading genuinely intended to nse the mark” As I have indicated above, FST iz zeeking
registration in 37 classes {nol 40 or 42 classes),

59. Taking all of Ihe above into account, I consider thal there is nor enough evidence for ine
to conclode that that the applicaut dees not have a bona fide intention 10 use or arrange to
have the trade mark used with his consent in relation to the goods.and services applied for. 1
ain unahle 10 conclude that the applicant did nol, at the date of application, have a bona fde
intention te use the mark for gooads and services in the classes appilied for. A balance hus 1o
be sivuck belween the right of the applieant to oblain a regisiration and the poblic interest io
preven! unduly wide specifications, in this inslance, I consider that the applicant is entitled to
a period of registration within which to develop his business idea further. The applicant i not
being given an opened ended opportunity or an unduly wide specification that cannot be
chnllenged, because uuder Section 6A of the Act, he has a period of five years within which
o dernonstrate use of the mark or face a challenge on the gronnds of non-use.

SECTION 5(2){b) - LIKELIHOOD OF CONFUSION
60, According to Section 5(2)(b) of the Act a irade inark shall not be registered if because:

“il i similar lo an eerlier irade mark and is to be registered for goods or services
identical with or similar 1o those for which the earlier trade mark is protected, there
exists a Jikelihood of confusion on the part of the public, which includes the likelihood
of association with the earlier trade mark.”

61. Seciion 6{1)(a) of the Act defines an earlier trade mark as:

“q registered trade mark, international wade mark {UK) or Cominunily trade mark
which has a date of application for registration earlier than that of the trade 1nark in
question, teking nccount {where appropiiale) of the priovilies claimed in respect of
the trade marks™



Guiding Authorities
62. In detertiining the question under sectiou 5(2)(b) of the Act, T take iuto accoun! the
guidance provided by the Enropean Courl of Justice (ECJ) in:

{i) Sabel BY v Puma AG [1998] RPC 199,
{(ily Canon Kabushild Kaisha v Meiro-Goldwyn-Maver Inc [1999] RPC |17;

(iii) Lloyd Schubfabrik-Meyer & Co. GmbH v Kiljsen Handel BV [2000] FSR
ViR .

(iv) Marca Mode CV v Adidas AG and Adidas Benclux BV [2000] ETMR 723;

and

(v} Vedial SA v Qffice for the Harmonization of the Internal Market {marks.
designs and models) (OHIM) (case C-106/03 P) [2005] ETMR, 23.

63. It is nol required that aclual confusion resvlts between the marks in order for an
opposition under Section 5{2)(b) to succeed. The lest is the likelihood of confusion.

#4. In essence the lesl under section 5(2)(b) is whetler there ke similarities in marks and
aoods which would combine to create a likelihood of confusion it the mind of a consumer. In
my consideration of whether there are similarities sufficieut 1o show a likelihood of confusion
1 am guided by the judgments of the Buropean Cour. of Instice mentioned above. The
likelihood of conlusion must be appreciated globally and I need to address the degree of
visual, anral and conceptual similarity between the marks, evaluatiug the unportance to be
niiached to those differenl elements @king into account the degree of similarity in the goods,
(he catepory of goods in question and how they are marketed. Furthermore, T must coinpare
the applicant’s mark and the merk relied npon by the oppouent on the basis of their inherent
characteristics assuming normal nnd fair use of the marks ou a full range of the goods covered
wilhin the respeetive speeibcations.

65. The effect of reputation on the global consideration of a likelilood of confusion under
Scetion 5(2)b) of the Ael was considered by David Kitchen QQ.C. sitling as the Appointed
Person in Sieelco Trade Mark (BL 0/268/04). Mr Kitchen conclnded at paragraph 17 of his
decision:

“The global assessment of the likeliliood of confusion must therefore be based on all the
cireumstanees. These include an assessment of the distinelive charaeter of the earlier
mark., When the mark has been used on a significant seale, thal distinctiveness will
depend upon a combination of ils inherenl valure and its factval distinciiveness. [ do not
detecl in Lthe prineiples established by (he Europeun Coud of Justice any jntention to
limit he assessinent of distinetiveness acgnired through use to those marks which have
become household names. Accordingly, I believe the observations of Mr. Thotley Q.C.
in DUONEBS should not be seen as of general application irrespeclive of lhe
circumstances of the case, The recognition of the earlier trade mark in the market is one
of the factors which mnst be taken into aecount iu making the overall global assessinent
of the likelihood of confusion. As observed recently by Jacob L.J. in Reed Executive &
Ors v. Reed Bnsiness Informalion Lid & Ors, EWCA Ciy 159, lhis may be partienlarly



imporiant in the case of marks which contain an element descriplive of the goods or
services for which they have been registered. In the case of marks which are descriplive,
the average consumer will expect others to nse similar descriptive marks and this be
alert for details which would differentiate one mark frem another. Where a*mark has
become more distinctive througl use (hen this may cease lo be such an imporiant
consideration. But all mus! depend upon the circumstances of each individnul case.”

31,  On the basis of the six earlier trade mark regisiralions indicated above, the oppr.)nem is
opposing registrution of the siglif FUTURE under Section 52} for the following poods in class
16. :

Paper, cardboard and goods made from these materials, prinfed matter,
backbinding material, phatographs, starionery, adhesives for siafionery or
hausehald purposes, artists' materials, paint brushes, typewriters and affice
reguisites, furniiure, Invtructional and teaching material, playing card,
printers, printing blocks.

The Earlier Murks

66. The regisiered nademarks all comprise the word FUTURE in conjunction with some
additional words. The words CASA EDITRICE and YVERLAG %ave (he same meaning in
Spanish and German respectively that PUBLISHING has in E‘.nglmh These three marks are
repislered form the same goods ang services (iu classes 9, 16, 417and 42), UK c¢onsumers
miglt recognise the word VERLAG as being an equivalent o PUBLISHING bui I do not
think they would recognise CASA EDITRICE as meaning (he same. Thie term PUBLISHING
is descriptive in relation to goods for which these marks are registered in class 16 (printed
publications, see above). Thws the distinctive element of these marks is the word FUTURE.,
Similarly, UK registration 2015230, registered since 1995, for FUTURE MUSIC comprises
the word FUTURE in conjnnetion with a descriptive word (MUSIC) for the goods for which
this mark has been vsed, prnled publicubons on music in class 16, Thus the distinctive
element for (his mark is also the word FUTURE,

67. CTM 1150614 is registered for the word mark THE FUTURE NETWORK whereas UK
2220616 iy registered for THE FUTURE NETWORK, n word + device mark. CTM
01150614) is registered for u wider rauge of goods in class 16 than UK 220616, The device
clanent ja UK 2220016 emphaesises the word FUTURE using a different foml and a
distinctive form ot the letter *‘T” when compared 1o the foat used for the other words “The’
and ‘Network’. The use of while texl on black background is nol considered significant.
Both of these marks have been regislered for & period of more than five years.: Use of this
mark was used in the 1999 Anuwal Report of The Future Network plc, the former naine of the
oppoucnl comnpany, entilled “fnet” (see Exhibil BMS) and in the ‘Porifolio Spring 2001°
sammary of publications produced by all the companies in The Fnture Network in 2001 (see
Exhibit BM6). Togelher both of these contirm that THE FUTURE NETWORK (rade mark
has been used in relation to printed muiter. However, the use made of this mark has been
" mwch less than the nse made of the FUTURE PUBLISHING and FUTURE MUSIC trade
wnaik.  Although this meck contains the word FUTURE, [ de not think that it can be taken on
its own as the domimmt of distinclive element of the mark. The word NETWORK in this
mark is uol descriptive for the gonds for which il has betn nsed and I do uot consider that it
can be ignored in the way that Mr Walsh proposes in his skelctoa argument so that it also can
be considered as, in effect, a FUTURE MARK



68.  Thus [ consider that the opponenl has the best case under Section 5(2)(b) in relation to
CTM 001089374 (FUTURE PUBLISHING) and CTM 001150614 (THE FUTURE
NETWORK) which I shall refer to as the (?ppouenis FUTURE marks .

69, Exhibils BM1 and BMI0 show nse by the opponent of the mark FUTURE
PUBLISHING on printed publications in a number of forms. These are summarised in the
Annex to (his decision.  All of these are word marks with some additional device elements ~
white text on black background, presence or absence of a strap-line (*Medin with passion’ or
“Your Guarantee of Value’) and the word * future’ in a dislinctive font where the F and T skare
the same horizontal bar. However, i each of these the distinctive element of the mark is still
the word FUTURE. 1 consider that use of this mark in the forms shown (see Anuex) meels
the requiremeut of Section 6A(4) of the Acl, i.e., “use of a trade mark includes use ln a form
differing in elements which do uot alter ihe distinctive characler of the mark in the form in
which it was registered™,

70.  In addilion to use of the FUTURE PUBLISHING Trade mark, Exhibits BM10 and
BMI11 alzo show use of the trade mark FUTURE MUSIC in relation (o goods in class 16 as
the title of a2 montlily music magazine produced by the opponent.  Again although words
FUTURE MUSIC are preseuted in a number of different fouts, this does not aller the
distinctive character of the mark, the word FUTURE. 3

Reputation

71, The evidence provided by the opponent shows that they have been involved in the
production and zale of printed publications sinee 1993, The circulation figures provided for
six magaziue (itles, i.e, PC PLUS, PC GAMER, TOTAL GUITAR, TOTAL FILM, PC
FORMAT and FUTURE MUSIC pnbiished by the oppouent shown that significant numbers
of people are purchasing the oppouents products.  All of these magazines have the trade mark
FUTURE PUBLISHING prinied on the front cover. In 2002, this amounted to an average of
just under 400,000 copies of these magazines being sold each mouth. The opponent has used
a number of activilies to promote the FUTURE PUBLISHING and FUTURE MUSIC marks,
for example, promotional offers using the FUTURE MUSIC trade mark ou compnier mouge
mats, CD-covers and pens {see Exliibit BM7); on t-shirls (see Exhibit BM8) and ca books
(see Exhibit BM11); and using the FUTURE PUBLISHING trade mark on t-shirts (see
Exhibit BMB8) and monse mals (see Exhibit BM7). T am satisfied that this will have firmly
fixed in the minds of a large number of consuiners in the UK that publications and printed
matter which are identified by the word FUTURE are likely to be produced by the company
known as FUTURE PUBLISHING 1hat also produces FUTURE MUSIC magazine,

72, 1 do not consider thal there i sufficient evidence to show that the trade mark THE
FUTURE NETWORK s well known and has a repulation in ils own vighl. ‘Exhibits BM2,
BM4 and BM5 merely provide an explanaiion that the Future Network is the parenl company
of Future Publishing, Future Verlag and other subsidiary companies nnd it provides examples
of the magazines thmt these companies publish. However, I do think that the words Network
will bring 10 mind the word Publishing and that as both marks contain the same distinclive
elemeat, the word FUITUREE, then a consumer will recognise thal the mark FUTURE
NETWOK is probably from the same source as FUTURE PITBLISHING.



Comparison of the Marks
73. The applied for mark FUTURE is ideniical to ihe dominent and dislinctive element of

ihe opponents FUTURE marks.

Comparison of the Goods :

74. The opponent has shown use of their FUTURE inarks in telation to printed matter and
publications, The opponerl has also siiown that they have a repulation in relation to their
FUTURE marks. Thus I consider \hat given the identical or similar nature of the goods and
the identical natwre of the marks, there is a likelihood thal a consumer seeing the word
FUTURE on eny printed materials or other such goods in class 16, will bring to nind e
opponenis mark. It is likely that they will consider that Lhe goods beariug the applicants
applied for FUTURE mark will come from the same source as those of the opponent.

75. FPL lLias been successful in opposlng registration of Uie trade mark FUTURE in
relation to all goods in class 16 on the grounds ol Section 5(2){b).

SECTION 5(3) - UNFAIR ADVANTAGE OR DETRIMENT

The Law

76, Section 5(3), by vinue of regulation 7 of the Trade Mark {Prom 'Df Use, etc) Regnlations
2004, has been amended froin its original form to read: .
*5-(3) A trade mavk whicli — {a) is rdentical with or similar to an earlier trade nark, shall
nol be registered if, or to the extent that, he earlier lrade mark has a reputation in the
United Kingdom (o, in the case of a Communily trade mark or international trade mark
(EC), in the European Conununity) and the nse of the laler mark without due nause
would take unfair advantage of, or be delriimental to, the distinctive characier or the
repute of the earljer trade inark.”

Gnidiug Principles

77.  The scope of this Seclion of the Act has been considered in a number of cases nolably
General Motors Corp v Yplon 84 (Chevy) [1999] ETMR 122 and [2000] RPC 572, Premier
Brands UK Limited v Typhoon Ewrope Limited (Typhoon) [2000] FSR 767, Daimier Chrysier
v Alavi (Merc) [2001] RPC 42, C.4. Sheimer (M} Sdn Bhd's TM Applicatian (Visn) [2000]
RPC 484; Valueci Designs Ltd v IPC Magazines (Loaded} BL/455/00 and, more recently
Masrercard Imternational Inc v Hitachi Credit (UK} Plc [2004] EWHC 1623 {Cl1) and
Electrocoin Automatics Limited v Coimworld Limited and others [2004) EWHC 1498 (Ch).

78. In order 1o establish if an earlier vade mark has a reputation, [ take ﬂcconnr of the
guidance latd down in the second Chevy case (i.e, [2000], RPC, 5572:

“26. The depree of knowledge required must be considered to be reached when Lhe
eatlier mark is known by a sipuificant part of Ihe public concerned by the products or
services covered by that irade mark

27. In examining whether this condition is fuifilled, the national court must lake into
consideration &ll (he relevant facts of the case, inx partieular the market share Leld by the
trade mark, Uie inlensity, geographical extenl and ducation of ils nse, and the size of the
investrnenl made by the nndertaking in promofing it.”



76. This case also provides guidance on the nalure of the Lest to be applied in determining
whetlier lhere is unfair advantage or dewiment and the slandsrd of proof that is called for.
The Advocale General said (see [(1999), E'I:MR, 122) : «

“43. It is 1o be noted in particnlar that Article 5(2), in contrasl to Article 3{ 1)k}, does
not refer to a mere risk or likelihood of its conditions being tulfilled. The wording is
imore positive: “tekes unfair advantage of, or is detrimeninl to” {emplasis added).
Moreover, the iaking of wiifuir advaniage or the suffering of detriinenl inust be properly
substantialed, lhat is to say, properly established to the salisfaction of Lthe nutional couft:
the natiopal court 1nust be salished by evidence of aclual detriment, or of unfair
advantage, The precise method of addncing snch proof shounld in my view be a nailer
for outional rules of evidenee and procedure, as in Lhe ease of establishing likelihood of
confugion see the lenth recilal of the preamble.”

77.  More reeently in Mastercard Internatioral Incorporated v Hitachi Credit (LK) Pic Mr
Jusiice Smith deall with a snbmission by Coumnsel for the Appellant (on appeal from a
Registry opposilion decigiou) that Section 5{3) was concemed wilh possibililies rather than
actualities. Commmeneing wilh the above passage fiom Cheyy, 1he judge reviewed Lhe leading
cases dealing willi the point including observatious by Pumfrey J in the Mere case aud Pauten
T in Sikra. He coucluded that the Registry Hearing Officer Lad _[E—‘.‘.t:n right to conclude that
there must be “renl, as opposed to theoretical, evidence™ that detrimnént wilk occur and thut Lhe
Registry Hearing Officer was “righl to conclude Lhat there mudt be reul possibilities as
opposed to theoretical possibilities™.

78. I should just ndd thal, whilst the above exiracl refers to real evideuce of the claiined
form of damage, this cannot mean that there musi be actual evidence of damage having
occurred. Tn many cases that come before Registry Hearing Officers Lthe mark under artack is
either unused or Lhere has been only small scale and recent use. No evideuec of actual demage
13 possible in such circuinslances. I, therefore, interpret the ubove referenee to mean that the
tribunal must be possessed of sufficient evidence about the nse of the earlier trade mark, the
qualities and values assoeiated with it and the eheracleristics of the irade ete ihat il is a
reasonably foreseenble consequence that use of the other side’s mark will have the claimed
edverse consequence(s).

79. Ifit is accepled 1hat there will be damage, il must be more than simply of trivial extent
as is evideut from the following passage from Qasis Stares Ltd’s Trade Mark Application
[1998] RPC &631:

“IL appeas to me thal where an earlier trade mark enjoys a repulalion, and anolber
irader’ proposes to nse the same or similar mark on dissimilar goods or gervices with
the resnlt that the reputation of the earlier mak is likely 1o be damuged of tarnished in
some significanl way, the regisiration of Lhe later mark is liable to be prohibited under
Seetion 5(3) of the Act. By “damaged or lamished’ T mean affected iu such a way s0
that the value added to lhe goods sold under the earlier trade mark because of ls
repute is, or iz likely to be, reduced on schle thal is more than de mifrimis®,

80. I note teo the following from Mr Geoffiey Hobbs QC (simting as a Depuly Judge) in
Eleetrocoin Automatics v Coipworld:



102" I think it is clear thal fu order to be produclive of advantage or defrimenl of the
kind prescribed, ‘the link’ established in the minds of people in the market place needs
1o huve an effect ou their eeonomic behaviour: The presence in the markel plaee of
merks and signs which call each other lo mind is not, of itself, sufficierit for tha
purpose.” {footnotes omined).

Due Cause by Applicant
81. In cousidering the issue under Secton 5(3), I have also to consider wherther the

applicant had due cause to use the mark it seeks Lo register. FST is as to why they are justified
it choosing this particular mark, and they aré secking Lo register it for the goods and serviets
specified. The applicant cannot therefore gain relief under this provisiou of the Seelion.

B2. As disenssed in relation to the Section 5(2)(b) ground, FPL has established thai they
have a reputaliou in their FUTURE marks in reletion to goods inm class 16.  FPL is also
claiming that Lthey have a reputation in relalion (o goods in elass 25. The evidenee provided
by FPL does not support this claim to a reputalion for goods in class 25. The only examples
of use of the oppoueuis FUTURE marks in relation lo goods in ¢lass 25 bas been the
reference by Mr Manelesler lo use of t-shirts in paragraph 18 of his firsi witness staternent,
He clearly stales that these were being used principally as promolional tools and were given
away at trade shows and exhibidons. Mr Manchesler siates that a ‘$mall unmber of I-shirts
beming the FUTURE MUSIC trade mark were sold through the. magazme but provides no
further informalion, for example, regarding Ihe number of such t-shirts produced, how many
were sold or giveu away in promotions. Exhibit BM8 shows a T-shirt with the FUTURE
MIISIC nade mark priuted ou the front of il, and a T-shirt with the FUTURE PUBLISHING
trade mark printed on the front of it, 11 is uoil possible to read the neck labels of these 1-shirts.

83, In Daimier Chrysler 4G v. Javid dlavi {T/A Merc) (2001] RP.C. 42, Pumfrey |
cousidered whelher the use of the MERCEDES-BENZ and MERCEDES trade marks in
respect of clothing was mostly “T-shirt use” of these marks as decorative embellishinent or as
a bill-board 1o advertise the trade marks, Although he found thal 1he “T-shirt use® in lhis ease
was 15¢ whieh indicated trade origin, the learned judge eoncluded that beeause of the very
close association between the elothing and the cars sold by the claimant under these marks,
there was no snbsianlial goodwill in ulothing distinet from vehicles. The clothiug was sold
ihvough showiooms selling Mercedes cars and as part of the gifts and accessories sold by the
Car COmpany.

84. The use by the opponent of a T-shinl bearing the FUTURE MUSIC mark cannol be
considered nse Ihat is distinel from nse in elalion to the magazine tor the purposes of
generaling a seperale goodwill.  Similarly ase of a T-shid bearing the FUTURE
PUBLISHING mark cannot be considered use in relation o elothing that is distinet from nse
in relaton to the opponenta publishing business for the purposes of geperaling a sepamle
goodwill. T em satisfied thal the use of the opponenl’s FUTURE marks on T-shins is not
snfficient (o establish a separale and proteclable goodwill for clothing in relation to class 25.

85, As the npponent FPL has failed to eatablish (hat (he earlier mark lras the necessary
reputation to sustain an objection under Sectiou 5(3), this ground of the npposition Ffails,



SECTION 5{4){a) - PASSING OFF
86. Section 5(4)(a) of the Act states:

“5. (4} A trade mark shall nol be registered if, or to the extent that, its use in the
United Kingdom is liable o be prevenied -

{a) by virlue of any mie of law (in particular, the law of passing off) proteciing
an unregistered lrade mark or other sign used iu the course of imde! or

(BY weveeenrns

¢

A person thus entitied to prevent the use of a irade mark is referred to in this Act as
the proprietor of an "garlier 1ight" in relation o the trade mark.”

In determining whether the sign in question offends against this section of the Act, [ intend to
adopl the guidance given by the Appoiuled Person, Mr Geoffrey Hobbs QC in the Wild Child
case [1998] RPC 455.

(Goodwill and Reputation
87. Pumfrey ] in REEF Trade Mark [2002] RPC 19 stated:

“27. There is one major problem in assessing a pnssing n!_f%’g:laim oh paper, as will
nonnally happen in the Registry. This is the cogency of the evidence of reputation and
i15 extenl. [t Seems Lo me that in any case in which this ground of opposilion is raised the
Regisirar is entitled lo be presented with evidence whiel at least raises a prima facie
case (hat (he opponent’s repntation extends to the goods eomprised in the applicant's
speciiication of goods. The requiremenis of (he objection itself are considerably more
stringent than the enquiry under s 11 of the 1938 Aet (see Smith Hayden & Co. Lid’s
Application (OVAX) [1946] 63 RPC 97 as qualified by BALI Trade Mark [1969] RPC
472). Thns the evideuce will include evidence from the trade as 1o reputation; evidence
as to (e inanper in which the goods are traded or the services supplied; and so on.

28. Evidence of reputation comes primarily. from the trade and the pnblic, and will be
supported by evidence of (e extent of uge. To be useful, the evidence muat be directed
to the relevant date......”

88. Professor Annand, sitting as the appointed person, in the Logded decision BL (0/191/02,
accepted [hat proof of goodwill could be accomplished by other means. The judgment of the
Court of Appeal in PhoviesdlJ Lid grd another v Phoredu.co.uk Internet Lid and others
[2006] EWCA Civ 244, reported as [2007] RPC 5, is a waming against basing a decision on a
forrmnla and ignoring the actual evidence,

89, As the applicant has already established the likelihood of confuslon between Lhe
carlier mark and the sign in relalion to goods in chiss 16, I do nol need to consider the
_grounds under Seetion 5(4)(a) in relation fo these goods and will do so only in relation to
elass 25

90. In order lo sncceed in a claim for passing off, the opponenl will have W show thal a
person seeing the word FUTURE on goods being sold by the npplicant would consider that
these goods were being sold by (e opponent. ‘The word FUTURE is inherently not very



distinctive 35 a trade mark because it is & common and well known dictionary word. The
reputation and goodwill that FPL have established ia relation lo goods in class 16 does not in
my opinion extend to goads in class 25. I do not consider it likely that a person seeing the
word FUTURE on clothing, headgear or foolwear in class 25 would consider thal lhese poods
were from the same source as goods in class 16 sold under the opponent’s FUTURE marks.
‘Thus there is no likelihood hat 2 misrepresentation will occur that is likely to cause damage

to goodwill in the opponents bnsiness.

91. FPL has not made ont the gronnd under Section 5(d)(a) to oppose regisiration of
the goods in vlass 5. :

Conclusion o
92, FPL has failed in its opposilion under Section 3(6) to registration of all the goods and

sprvices applied for iu irade mark applination no. 2290533 for the word mark FUTURE,

g3. FPL has sunceeded in (15 opposition upder Section 5(2)(b) lo the registration of trade
mark application no. 2250533 lor all goods in class 16 but has failed in u opposition to
registration of this mark in relalion to goods in class 25 under Seclion 5(3) and 5(4){a).

COSTRS

94. FPL has suecesded only iu part in its opposition to regisﬁiglﬂnn by FAT of wrade mark
application no. 2290533 for the word mark FUTURE. As a consequence, | consider that FST
is entitled o a contribulion lowards their costs. | order FPL Lo pay F8T the sum of £500.
This sum is 1o be paid within seven days of the expiry of the appesl period or within seven
days of the final determiuation of this case if any appeal against this decision is unsuccessful.

Dated this 27th day of Septermber 2007

AT

F?  Dr Lawrence Cullen

For the Regisirar,
the Comptroller-General

[N A



The forms of theitr de

ANNEX

Tradg Mark reg:srratmn 2290533 for the mark FUTURE
- Opposition 93671

ﬁ{s'rk FUTURE PUBLISHING used by the Opponent (FPL) on printed
publications in the period 1997 to 2001

" ﬁmim

H).,Jt]h:,.“‘ﬂ}‘"

Totore

fhechia Wik
Poashror

HP.’ e

Your Guarantes
Of Value

January 2000

— Al S ———— e _uama
Dale Magazine
Augusl 2001 PC Formal
February 2001 PC Format
Mareh 2001 PC Garner
Augnst 2001 PC Plus
Date Mugazine
January 1997 Totn! Guitar
January 1995 Total Guilar
January 1998 Totnl Film
Jamary 1998 Fulure: Mm-lc
Dale Megazine
Jamiary 2001 Taotal Guitar
February 2001 PC Format
December 2000 PC Gamer
January 2001 Future Music
Date , Mugpzine
Noveinber 1999 PC Format
June 1998 PC Format
Tanuary 2000 Total Guitar
April 1997 Totnl Film

Future Music




